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REMARKS 



Claims 1 and 7 have been amended. Claim 9 has been canceled. Thus, claims 1-8 and 10- 
14 remain presented for examination. Support for the amendment to claim 1 may be found in the 
specification at page 8, lines 16-17 and at page 9, line 11. Support for the amendment to claim 7 
may be found in the specification at page 22, line 14 and at page 24, line 9. Thus, no new matter 
has been added and entry of these amendments is respectfully requested. 

Rejection under 35 U.S.C.103(a) 

Claims 1-14 were rejected under 35 U.S.C. 102(b) as being unpatentable over Kondo 
(U.S. 5,658,708). As discussed below, Kondo does not render the claimed invention obvious. 
Establishing prima facie obviousness requires a showing that each claim element is taught or 
suggested by the prior art. See In re Royka, 490 F.2d 981, 180 USPQ 580 (CCPA 1974). Claim 
1 as amended recites that the alkali soluble resin comprises 70 to 99 mol% of constituent (al), 
and 1 to 30 mol% of a constituent unit (a2). Claim 7 as amended recites that the alkali soluble 
resin comprises 70 to 90 mol% of unit (aP), and 10 to 30 mol% of an alkali-insoluble unit (a2). 
Kondo does not teach the mol% ranges of (al) and (a2) recited in amended Claim 1, or (al ') and 
(a2*) recited in amended claim 7. Kondo neither teaches nor suggests these recited mol% values. 

Moreover, as disclosed in the present specification, the mol% ranges recited in present 
Claims 1 and 7 unexpectedly confer advantageous properties upon the positive photoresist 
compositions of the present invention. For example, when the content of constituent unit (al) 
(hydroxystyrene) is 70-99% as recited in amended Claim 1, the disadvantage of having a content 
of constituent unit (a2) (styrene) that is too small is avoided, and the solubility in an aqueous 
alkali solution can be easily controlled, (specification at page 8, lines 17-21). In addition, when 
the content of constituent unit (a2) is 1-30 mol%, depth of focus (DOF) and linearity are 
improved, and solubility in an aqueous solution can be easily controlled in view of balance with 
constituent unit (al) (specification at page 9, lines 12-17). 

The specification further shows that unexpected advantages are also provided by the 
mol% ranges recited in amended Claim 7. In this claim, the content of constituent unit (aP) 
(hydroxystyrene) is 80-90 mol% which allows solubility to be controlled due to reaction with a 
crosslinking polyvinyl ether compound (C) (specification at page 22, line 15). In addition, the 
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content of 10-30 mol% of constituent unit (a2') (styrene) inhibits reduction in film thickness of 
the unexposed area upon development, improves resolution, prevents swelling of a resist pattern 
due to alkali development, improves resolution of a fine pattern and decreases solubility in an 
organic solvent (specification at page 24, lines 12-15). 

The unexpected advantages described above which result from the recited mol% ranges 
recited in present Claims 1 and 7 could not have been expected in view of Kondo which provides 
no motivation or suggestion to use these mol% ranges. These unexpected, advantageous 
properties clearly evidence the nonobviousness of the presently pending claims. Had it been 
obvious to use the recited mol% ranges, then all mol% ranges of these components would be 
expected to have similar effects on the resulting photoresist composition, which they do not. 
Accordingly, withdrawal of the presently pending rejection under 35 U.S.C. 103 is respectfully 
requested. 

CONCLUSION 

Should there be any questions concerning this application, the Examiner is respectfully 
invited to contact the undersigned at the telephone number appearing below. 



Dated: December 18 3 2006 



Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 



By: 




Neil S. Barffeld, Ph.D. 
Registration No. 39,901 
Agent of Record 
Customer No. 20,995 
(619)235-8550 
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